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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. With respect to Claim 1, applicant recites, "time measuring means for measuring 
time starting from dripping the reagent into selected wells on the microplate by the 
expelling operation performed by the dispensing head". Does applicant mean that the 
time is measured at the start of when the dispensing head dispenses the reagent to the 
end of the dispensing operation into the well? This recitation is unclear. Clarification is 
needed. 

4. With respect to Claim 7, applicant recites, "self-diagnosing means for stimulating ' 
time to execute the one ore more processes to be executed by the dispensing head and 
determining whether the one or more processes are executable in the time set by the 
time setting means." It is unclear as to what "stimulating time" means. It is unclear as 

to what the applicant referring to in claim. The claim language is unclear and vague. It 
is unclear as to what the time setting means is. 

5. Additionally, claim 7 recites the limitation "the time setting means". There is 
insufficient antecedent basis for this limitation in the claim. Clarification is needed. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakano (US 6006800) in view of Akong (US 56701 1 3). 
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Nakano teaches an automated liquid handling system. The system comprises a 
dispensing tip container (2) having a plurality of holding portions for holding a plurality of 
dispensing tips (44) and a dispensing head (21) having attachment portions (see 
Figures 2 and 3) for attaching at least one dispensing tip (44) selected from the plurality 
of dispensing tips (44). The dispensing head (21) is capable of performing sucking and 
expelling operations for sucking liquid in or expelling liquid out from the one or more 
dispensing tips (44). The system further comprises moving means (11) for moving the 
dispensing head (21) and a reagent container (3) that holds at least one reagent. The 
system further comprises a microplate (4) with a plurality of wells for holding specimen. 

Nakano fails to teach a control device that controls the sucking and expelling 
operations performed by the dispensing head and controls the moving means to control 
movements of the dispensing head. Nakano also fails to teach the control device 
having input means for inputting one or more processes to be executed by the 
dispensing head. Nakano fails to teach time measuring means for measuring time 
starting from dripping the reagent into selected wells on the microplate by the expelling 
operation performed by the expelling operation performed by the dispensing head. 
Nakano fails to teach time measuring means comprises a plurality of times, each of the 
plurality of timers being provided for each of the rows and each of the columns of the 
plurality of wells for enabling measurement of time on a row or a column basis. Nakano 
further fails to teach the control device wherein the control device performs the expelling 
operation to drip another reagent into selected wells of the microplate when the time 
measuring means has measured a predetermined period of time. Nakano further fails 
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to teach self-diagnosing means for simulating time to execute the one or more 
processes are executable in the time set by the time setting means wherein the self 
diagnosing means comprises informing means for informing an operator of a result of 
determination. 

Akong teaches an automated measurement apparatus. The apparatus 
comprises a pipette controller (139) that receives set up commands from a 
microcomputer/time measuring means (90) at the beginning of an assay operation. The 
pipette controller also moves the pipette to individually deliver a specific reagent to a 
specific well. (See Col. 4, Lines 22-40) Akong further teaches upon completion of 
reagent addition by the pipette a reagent time stamp is stored in the data rerecord for 
each of the assayed wells. (See Col. 13, Lines 40-67) The system of Akong provides 
skilled researchers and technicians to conduct and record the results of individual 
assays. Akong further teaches per-well data files are then closed in a block (283) and a 
block (285) is performed to identify if the test as defined in the input parameters has 
been completed. In one example, Akong teaches the tests or measurements are being 
provided for a column of wells. (See Col. 13, Lines 42-60) Akong further teaches a 
monitor screen/display that indicates the time measured by the time measuring means. 
(See Col. 14, Lines 14-18) Akong further teaches self -diagnosis means comprises 
informing means for informing an operator of a result of determination. Akong teaches 
human interaction or operator determines and inputs the test parameter values in the 
microcomputer (90). After the test parameter values have been established and then 
the automatic pipette is set-up to conduct the defined test. (See Col. 9, Lines 14-29) 
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It would have been obvious to one of ordinary skill in the art to provide a control 
device that includes time measuring means to improve and upgrade the dispensing 
head of Nakano as taught by Akong for the predictable result of efficiency between 
delivery of more than one or more wells being assayed and thus increasing the 
efficiency of the overall process. 

It would have been obvious to one of ordinary skill in the art to provide self- 
diagnosing means to improve and upgrade the dispensing head of Nakano as taught by 
Akong for the predictable result of efficiency between delivery of more than one or more 
wells being assayed and thus increasing the efficiency of the overall process. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jyoti Nagpaul whose telephone number is 571-272- 
1273. The examiner can normally be reached on Monday thru Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 



Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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